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SUPREMIE. COURT OF THE S'I'ATE OF NEW YORK
COUNTY OF NEW YORK: IAS PART 15

—_—X

L SPIKE LEE, an individual,
Flaintiff,
-against-

VIACOM INC., a Delaware corporation:

MTV NETWORKS a division of defendant
Vmcom Inc; THE NEW TMN THE NATIONAL
NETWDRK a unit or r.Iw:smn of defendant
MTV thwnrks and ALBIE HECHT, an
individual: and.DOES 1-20

Defendants.

"_ - S CUUNTHCLFHK‘

EW YORK, ;

IWALTERB TOLUR, I.;: -
4k -

: What appears, at first blush, to be an exercise in cgocentricity, becomes on clfluser revi agsf-i.i.p

H ; s K
zamest attempt by a prominent personality to limit what he regards as thé mmmafciial exploitation
of his public persona

The Partie

For the benefit of those of us who have been in cultural isolation for the last dccade and a

half Shelton Jackson Les, more commonly known as Spike Lee, is a fi [mmaker, W‘l’ltE‘.‘r pmducer

dlrector and actor, who sinee 1986 has produced fifteen feature fi Ims, twn HBD dclmﬂmentanesg a
duzan or so television spe.mals and at least tlurty-f' 1ve (35) telev:smn commercials A ['ughly _

<
I

- regarded member of thr:: African: A.rnencan commumty, Mr, Lee has rzceived munerous honurary
B .
5 dcgrees and currenﬂy is the Arﬁstm Director at NYU's Tisch Sr.‘.hool of Tns and Gr:

‘* L Defendant V:acnm is a DcIaWarf: corporatmn kmown for Its g]nbal

H '
Dﬂfendant MT V Netwnr]cs iz a divisicn oi' Viacom, and defe.ndant 'I'NN is a.
j‘.
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defendant MTV.

This action arises out of tho defendants collective decision to rename the TINN netwark
“Spike TV." The decision, in the words of defiadant Viacom, was mage gz part of a stategy to
reposition the network, ultimately creating the “firgt network ariented primarily to male viewers”
(Hecht Affidavit, p. 2). Jn & Viacormn news release dated April 15, 2003, Viacom described the new
network as “unapologetically male; it's active, it's smart and contemporary with a personality that's
aggressive and imreversnt” (Lubell Affidavit, Ex. 25). Addidonally, TNN President, Albie Hecht
has conceded tiax Spike Lee was oo of the rols madels for the network name, alteit alaig with the
character Spike of “Buffy the Vampire Slayer” fame, aud dirsctor Spike Jonze (Flecht Afﬁd;\'it. p.
9: Lubell Affidavit, Ex. 26). The selection of the nama “Spike TV represents, accarding to the
defendants, the eulmination of a long processta position the channel as the preeminent male orjented
network. The plaintiff regards it as 2 mizappropriation and exploitation of hiﬁ"_public persona,
without his consent. Plamh.ﬂ' sccks a preliminary injuriction based on violations nil' sections 50 and
51 of the New York Civil Rights Law and section 133 of New York Genera] Businesg Law,

ivil Ri et and §

New York, unlike severa] other states, does not recognize a comman law cause of actan for
an invasion of the right to privacy (Shields v. Grass, 58 N.Y.2d 338 [L983]). Protection against
claims of invasion of privacy is predicated solely upon seetiong 50 and 51 of the New York Civil
Rights Law. Section 50 of the law is peoal in nature and, as i relevant ta the fnstant case, makes
it 2 misdemeanor ta use 3 porson’s name for commercial purposes withont the written consect of
Such person. Scction 51 s remedial in that it czeates 2 civil canse of action on behalf of the injured

party and allows an aggrieved party to seek injunctive relief, and/or damages, Tho right to injunctive
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relief under section 51 is absolute, Once the violation is cstablished, i injuniction will lie zod the
court need not consider the balancing of the equities test nor the requirement that the pleintiff
demonstrate ureparable injury (Blumenthal v. Picture Classies, Inc., 235 AD. 570 [1" Dept. 1932],
a4 261 N.Y. 504 [1933]; Laftus v. Greenwich Lithagraghing Co., 192 AD. 251 [1* Dept. 1520];
Dutgham v. Columbia Broadcasting System, Inc., 29 Misc.2d 394 [Sup Ct, Special Term, NY
County 1961]). '
1B Law jon 133

New York General Business Law section 133, commonly referred to ae the dmﬁnwc trade
law, is somewhat similar to Civil Rights Law sections 50 and S1 in that the first partion of section
133 is penal in nanwe. It is 2 misdemeanor to “with intent to deceive or mislead the public,”
misappropriate any niate, designation, et al. The second portion of selntiun 133 allows for injupetive
velief where the “adoption or use of sych name may deceive ar tnisload the publie, ~Without any proof
that any person has in fact been decejved or misled thereby™ (NY Gen Bus I, §1§3, McKinney's

2003).

Prelimitery Yigerio

It is well established in fhiz Stats that & preliminary injunction is & provisional remedy
designed to maintain the statug quo between the parties (Uniforned Firefighter's dssoclation of
Creater New Yorkv. City of New York, 79N.Y2d 236 [1392]; Barr, Altman, Lipshie and Gertsmag;
New York Civil Prastice Before Trial [James Fublishing 2001-2002] §17:03; CPLR 6301). The
determination to grant or deny a preliminary injunction lies within the sound discretion of the trial
court (Borenstein v. Rochel Properties, 1T6 AD24 171 [1* Depr 1991)). Generally, in order for

& couwrt fo grant a preliminary injunction pumsuant to CPLR 6301, 2 movant is required to
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demoanstrate: (1) success on the merits of the action: (2) itreparsble harin absent issyance of &
preliminary injunction; and (3} a balancing of the equities in favor of the movant (Aetna v. Capasso,
75 N.Y.2d 860 [1990]). Because the instant application is brought pursuant tg Civil Rights Law
scctions 50 and 51, this cogrt is solely concemed with whether plaintiff has made a prima ficie
showmg of entitlement to the relisf sought and a likelihoqdlat' suceess on the roerits.

At the outset, the court emphacizes that the requirement of showing mﬁﬂemer;t to relief
sought and a likelihood of succesy on the merits should got be equated with 2 showing afa cerminty
af suecess (Egan v. New York Care Plus msurance Company, Inc., 266 A D.2d 600 [3“‘- ﬁhﬁt;{ggg];
Rosemont Entarprivey Fne. v. McGraw-Hill Book Company, 85 Misc.2d 533 [Sup Ct, Spcénial Temm
NY Caunty 1975T;}. Nor will the existence of facts in and of themsalves dofeat an application for
a preliminary injunction (CPLR 6312 (c}; FrankMay Associates, Ine. v, Boughron, 281 A.D.2d 673
[3™ Dept. 2001]). Lastly, this court recognizes that “[i]t is well settled that a likelihood of success
on the metits may be sufficiently established even where the facts zre in dispute and the evidence
is inconclusive™ (Faur Times Sguare Assoctates, LLC v. Cigna Investments, Ine., 2003 WL
21267190 [1* Dept. 2003]; Ma v. Lien, 198 AD.2d 186 (1" Dept 1993]; Mv, disnissed, 83 N.Y.2d
847 [1994]). That having been said, thiz court now addreszes the question of whether plaintiff has
shown a likelihood of success on the merits as to his claims under CYvil Rights Law §§ 50 and 51,
and General Businiess Law § 133, thereby warranting the ErEnting of a preliminary injunction.

In the instagt matter, defendants elaim that plaintiff cannot establish a likelihood of succese
on the merits hecanse Mr. Lee cannol prove that he is identifiable a5 the “Spike" in “Spike TV.™
Defendants carrectly point aut that there are oo reported cases in New Yark in which a colebrity's

first name, standing alone, withant some other indiein of his or her persons, has received the




pmtc;:ction l;hat M. Lee socks here, Where celebritics have succseded in obtaining injunctive relief,
the movants have demopstrated the prescace of 2 combination of elements whese, When taken as a
whole, imveke or imply the name, image, or ideal of'the celebrity (see AMen v. Mean's World Outlet,
Inc, 6T9F.Supp. 360 [S.D.N.Y. 1988] (use of celebrity loak-alike for advertisement); AZiv. Playgirf
inc., 447 F.Supp. 723 [S.D.N.Y. 1978] (drawing of mude African-American Male seated in a cormer
of ahoxing ring with arms outstretched beaﬁugth:: caption, “The Greatest™); Orsini v. Eastern Wine
Corp., 190 Mige. 235 {Sup Ct, Special Tetzn, NY County 19471, aff'd 273 A.D, 947 [1* Dept, 1948]
(use of family crest in addition to sumame to promote wine products); ddiar v, Untem_z:aﬁ_;-ﬂ_aill,ﬁ.n.
21 [1¥ Dept. 1952] (dress designer's sumame wrongfully used to sell perfume): Onassiss 1. -Cflﬂ'.s‘rian
Dior New York, Inc., 122 Mis&Ed 603 [Sup Ct, Special Term, NY County 1984) (look-alike used
in advertising campaign); dpple Corps Limited v. Adironack Group, 124 Mise.2d 351 [Sup Ct,
Special Term, NY County 1983] (use of names John, Paul, George, and Ringo as a dtle of a
recarding album would be understond by the public a5 a reference 1o (he Beatles).

Moreaver, as defendants point out, “spike™ is both a cormmon name and a word with multpie
meanings. In addition to Spike Lan, ather shaw hnsitiess “Spikes” include Spike Yones, the comedic
song writer, and Spike Jonze, the iphly acclaimed film dirsctor; musicians Spike Hughes and Spike
Robinson; British comedian Spike Milligen; and Jazz musician Spike Wilner, The list of famous
“Spikes” in sports and the arts is far too exhaustive to set forth here. As for multiple mesnings,
Webster's New Collogiate Dictionary lists at least eight (8) definitions for the word “spike"™

Plaintiffs counter by submitting affidavits of several promiuent individvals including film
critic Nelson Georpe; two elected officials, Ronald Dellumsz and Bilt Eradley; actors Oz=e Davis

and Edward Norton; Revercnd Calvin Butts; Keith Reihand, Chairman of DDB Worldwide




Cnmr;nu.rﬂcatiuns Graup Inc ; caterisinment attorney Thomas Handel; Leila McDowell, Director
of the Commission for the Center of Community Change; and Mildred Bond Roxborough,
Development Cansultant for the NAACP. All of these affidavits attest to Mt. Lee’s cclebrity status
and cxpress that each of these prominent people belicved, on first impression, that “Spike TV was
in seme way the produst of| or is in fome manner associated with Spike Lee.
of gl.':at::r probative valuec however is the affidavit of Dr, Samue! Popkin, a professor of

political seience at the Uplvemity of California, San Diego. Dr. Popkin specializes in “the ‘sFudy of
cagniton and choice, particularly with respoct to voters, elections, and public pufi}:.y’,?:- (":ij_qpldn
Affidavitp. 1). Dr. Popkin, who appears to bs well credentialad, claims “expertise in the ;.Wa.luatiun
of consumer perception of advertising marketing and other forms oftass communications™ (Papkin
Afhdavit p. I). Dr. Popkin states in part,

It is my professional judgment that if'an impartia] survey were condneted in New York

and gimilar urhen center cities, 2 substantial portion of black men and women aged 18-45,

and also a substantial, though emaller, proportion of young white professionals would

mnfer from Viacom press releases that Spike Lee was assosiated with Spilce TV, [believe

that irreverent, hip, aggressive snd brash ars wonds which will associate Spike Les with

Spike TV. (Popkin Affidavit p. 4).
Additjionally, the plaintiff has submitted “q comprehensive database search of newspapers,
magazines, and internet websites™ which estahligh Mr. Lee’s artistic reputation for imeverence and
aggressiveness, and his recommition by both the entertatnment industry and the general public solely
by his name, Spike.(Lubell Affidavit p, 1 and Exhibits),

It = the court’s opinion that injfimetive relicf will not lie under General Busincss Law section

133, as there has been no evidence of intent to deceive or damage and “proof of the adoption of 2




similar name, without any evidence of intention, deception or damage, is an insuffcient pround for
summary relief” (Frank Rest., inc. v. Louramar Entexprizes, Inc., 273 AD.2d 349, 350 [2™ Dept.
2000]). The court is of the belief thet a preliminary injunction will issue under Civil Rights Law
section 51, as counsel has made out a prima facie case far relief and a likelihood of success on the
merits, Contrary to defendants' posifion, the court i of the opinion that in this age of mass
communication, 2 celehrity can in fact establich a vested right in the use of only their first name or
a surnama. There are many celebrities that are so recagnized, including Cher, Madonnaz, Sﬁp_lg, and
Liza. Moreover, i3 there any question that protection would. be afforded if a ncl:wnt}.:\l:ﬁ:éf;:.:zsgd a
program called the “Cronkitc News How™ or the “Brinkley News Hour™ without the consant of
Walter Cronkite or the Jate David Brinkley?

The court is not required to reach this point, becanse in addition to the name Spike, there are
ather indiciza that defendants saught ta explojt Mr. Les"s persona, mosi notzhly MrLe-c 's reputation
for frrevercnce and agerossiveness. Finally, although the word *‘spike™ has many m::aﬁn gs, the focus
of this case is the application of the word “spike” to the film apd televison indusiry. Ne ons would
seriously suggest that Mr. Lee could succeasfilly elaim the protection of Civil Rights Law scoctions
S0 and 51 for the use of the word “spike” in an unrelated feld, ie. dog food or breakfast cereal.

Although z preliminazy injunction will ke, it {s anly a provieional remedy desipned to
maintain the status quo between the parties, This court reiterates that it is not a final determination
on the merits and must not be equated with the showing of a certainty of success (Egan v. New York
Care Plus Insurance Company, Inc., 266 AX.24 600, Times Square Books, Inc. v. City of Rochester,
223 A.D.2d 270 [4® Dept 1996]; Rasemont v. McGraw Hill, 35 Misc.2d 583),

Having concluded that a preliminary injunction will lie, the question of whet constitutes an




ade.q_uz;tt: mmg is bafora the cowt. The size of auy underisking is as plaintifi's counsel
corrootly points out, *“a matter witkin the sound diseretion” of the court {Blueberries Gowrmet, Inc.
v, dris Realty Corp., 255 AD.2d 348 (2% Dept. 1998]). The court, having not taken testimony, has
Jirtle hy way of hard figures. However, the defendants” affidavits indicate the extensive amotnt of
work fhat has gone imto the planning and execntion of this project. Accordingly, the cotrt requires
that 3 bond in the amount of $500,000 be posted 35 an underiaking in this matter subject to 2 fixturc
application hy the parties for an upward or downward modification. _

The application for & prelimingry injunction enjoining the defendants from uﬁliﬁng.:tﬁc‘??mnc
“Spike”, in conncotion with any television network, is grated on condition. that plaiatitf ﬁost an
undertsking by way of bond or cash deposit in the sum of $500,000. '

Defendants' cross-motion 1o dismiss pursuant to CPLR 3211(2)(7) is denied with leave ta
renew upon the completion of discovery. Accordingly it is

ORDERED that plaintiff's motion for a preliminary injunction is granted; and it is further

ORDERED that the uudqrtaking iz fixed in the som of $500,000 condiioned that the
plaintff, ifitis finzlly determined that he was not entiticd to am injunction, will pay to the defendamts

all damages and costs which may be sustained hy reason of this injunction; and it is further

ORDERED that defendants, thelr agents, servants, erployees and all other persons acting
under the jurisdicton, supervision and/or direction of the defendants, are enjoined snd restrained,
dunng the pendency of this action, from deing or suffering to be done, directly or through any

attorney, agent sexvant, employes or other parson under the supervision or control of defendants or
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b

otherwise from using the name “8pike" in connection with any television
ORDERED that defendants® cross motion to dismiss is denied; and it is |

ORDERED that the Cleck of Court enter judgment in faver of the respective partiedi

v

Counusel for the parfies
335, 60 Cenlre Slreet, New York, New York on June 23, 2003 at 9:30 o, for an cxpediﬁb

diseavery schedule.

This shall constitute the deeision and order of the: Courl.

Dared: (D

\D\Om%

HON. WALTER B. TOLUR, J.8.C.
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